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A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 CFR 
1.17(e), was filed in this application after final rejection. Since this application is eligible for continued 
examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 11 December 2006 has been entered. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 18 and 19 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 

failing to particularly point out and distinctly claim the subject matter which applicant regards as the 

invention. The terms "UL-94HB standards" and "UL-94VO standards" render the scope of the claim 

indefinite because the terms do not positively identify the source of the standards or the version relied 

upon. Further, the definition of the standards is subject to modification with time. This defect 

compels the office to construe claims 18 and 19 to the broadest reasonable extent such that the 

recited terms lend little patentable weight to the claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 1-3, 5-7, 10-13, 15, 18 and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 6107378 in view of US 6512174 and US 5872169. 

The '378 patent teaches a method for forming housings for electronic appliances by 
compounding a biodegradable resin such as polylactic acid and a hydrolysis inhibitor such as 
an isocyanate or a carbodiimide to maintain mechanical strength. See examples 4-6. The 
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difference between that patent and the instant claims is the addition of a flame retardant 
such as high purity magnesium hydroxide having a BET surface area less than 5 m2/g. The 
'174 patent teaches that flame retardants including magnesium hydroxide can be added to 
similar resins. (See column 5, line 29). It would have been obvious to one of ordinary skill 
in the art to add a magnesium hydroxide flame retardant to the composition of the '378 
patent for that reason. The '169 patent teaches a process for making substantially pure 
magnesium hydroxide that performs exceptionally well as a flame retardant for resin having 
a BET surface area of 0.9-3.5 m2/g. See examples 1-14 and column 1, lines 9-11. It would 
have been obvious to one of ordinary skill in the art to select a magnesium hydroxide like 
that of the '169 patent because it teaches they perform particularly well. 

The percentage of hydroxide compound recited in claim 15 would have been obvious 
to one of ordinary skill in the art for the following reasons. Clearly, only simple 
experimentation would be required, on the order of mixing a series of compositions having 
different proportions of a known flame retardant, for one of ordinary skill in the art to obtain 
an optimal amount. Routine experimentation is within the level of ordinary skill in the art. 
Second, US 6512174 supports a finding that the art recognizes selection of the proportion of 
flame retardant being within the level of ordinary skill in the art in that column 5, lines 15- 
42 recite the possible addition of various known additives to polylactic acid polymers 
without the necessity of recited particular amounts. Third, US 5258422, includes claim 18, 
assumed to be found fully enabled by the inventor thereof and the patent office, reciting 
addition of flame retardants to polymer compositions which is supported only be 
specification disclosure of flame retardant leaving the specific amounts up to the technician. 
Nor, does the instant specification exhibit unexpected results for comparative compositions 
having the same flame retardants in amounts outside the range of claim 15. 
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This office action clearly indicates that the motivation to modify the x 378 patent 
disclosure lies in the prior art teaching that additional materials such as magnesium oxide, 
talc and silica act as flame retardants. Every comparative example of the instant 
specification serves to confirm this observation that addition of a flame retardant to a 
polymeric composition retards flame. 

Claims 8, 9 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 6107378 in view of US 6512174 and US 6720365. 

The '378 patent teaches a method for forming housings for electronic appliances by 
compounding a biodegradable resin such as polylactic acid and a hydrolysis inhibitor such as 
an isocyanate or a carbodiimide. See examples 4-6. The difference between that patent 
and the instant claims is the addition of a flame retardant. The x 174 patent teaches that 
flame retardants can be added to similar resins. (See column 5, line 28). Column 8, line 15 
of 6720365 teaches the use of phosphorous compounds in making flame retardant 
compositions using similar resins. It would have been obvious to one of ordinary skill in the 
art to add a phosphorous compound to the composition of the '378 patent because the prior 
art teaches that it is useful in formulation of flame retardant resin compositions such as 
desired in the compounding of compositions for making housings for electronic appliances. 

The percentage of phosphorous compound recited in claim 16 would have been 
obvious to one of ordinary skill in the art for the following reasons. Clearly, only simple 
experimentation would be required, on the order of mixing a series of compositions having 
different proportions of a known flame retardant, for one of ordinary skill in the art to obtain 
an optimal amount. Routine experimentation is within the level of ordinary skill in the art. 
Second, US 6512174 supports a finding that the art recognizes selection of the proportion of 
flame retardant being within the level of ordinary skill in the art in that column 5, lines 15- 
42 recite the possible addition of various known additives to polylactic acid polymers 
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without the necessity of recited particular amounts. Third, US 5258422, includes claim 18, 
assumed to be found fully enabled by the inventor thereof and the patent office, reciting 
addition of flame retardants to polymer compositions which is supported only be 
specification disclosure of flame retardant leaving the specific amounts up to the technician. 
Nor, does the instant specification exhibit unexpected results for comparative compositions 
having the same flame retardants in amounts outside the range of claim 16. 

This office action clearly indicates that the motivation to modify the '378 patent 
disclosure lies in the prior art teaching that additional materials such as magnesium oxide, 
talc and silica act as flame retardants. Every comparative example of the instant 
specification serves to confirm this observation that addition of a flame retardant to a 
polymeric composition retards flame. 

Claims 8, 9 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 6107378 in view of US 6512174 and US 2001/0018487. 

The '378 patent teaches a method for forming housings for electronic appliances by 
compounding a biodegradable resin such as polylactic acid and a hydrolysis inhibitor such as 
an isocyanate or a carbodiimide. See examples 4-6. The difference between that patent 
and the instant claims is the addition of a flame retardant. The '174 patent teaches that 
flame retardants can be added to similar resins. (See column 5, line 28). Paragraph 53 of 
US 2001/0018487 teaches the use of 5-40 micron silica in making flame retardant resin 
compositions. It would have been obvious to one of ordinary skill in the art to add 5-40 
micron silica to the composition of the '378 patent because the prior art teaches that it is 
useful in formulation of flame retardant resin compositions such as desired in the 
compounding of compositions for making housings for electronic appliances. 
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The percentage of silica compound recited in claim 17 would have been obvious to 

one of ordinary skill in the art for the following reasons. Clearly, only simple 

experimentation would be required, on the order of mixing a series of compositions having 

different proportions of a known flame retardant, for one of ordinary skill in the art to obtain 

an optimal amount. Routine experimentation is within the level of ordinary skill in the art. 

Second, US 6512174 supports a finding that the art recognizes selection of the proportion of 

flame retardant being within the level of ordinary skill in the art in that column 5, lines 15- 

42 recite the possible addition of various known additives to polylactic acid polymers 

without the necessity of recited particular amounts. Third, US 5258422, includes claim 18, - 

assumed to be found fully enabled by the inventor thereof and the patent office, reciting 

addition of flame retardants to polymer compositions which is supported only be 

specification disclosure of flame retardant leaving the specific amounts up to the technician. 

Nor, does the instant specification exhibit unexpected results for comparative compositions 

having the same flame retardants in amounts outside the range of claim 17. 
» 

This office action clearly indicates that the motivation to modify the '378 patent 
disclosure lies in the prior art teaching that additional materials such as magnesium oxide, 
talc and silica act as flame retardants. Every comparative example of the instant 
specification serves to confirm this observation that addition of a flame retardant to a 
polymeric composition retards flame. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to David M. Brunsman whose telephone number is 571-272-1365. The examiner 
can normally be reached on M, Th, F, Sa; 7:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Jerry Lorengo can be reached on 571-272-1362. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For. more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 



USPTO Customer Service Representative or access to the automated information system, call 800- 
786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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